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E A L G   D I R E C T O R Y

How can the 
Euro-American
Lawyers Group
Help?

Does your
business need to:

♦	 Negotiate an 
employment contract in 
Germany

♦	 Sue a bank in 
Luxembourg

♦	 Be advised on shipping 
law in Spain

♦	 Appoint an arbitrator in 
Austria

♦	 Protect intellectual 
property in Hungary

♦	 Buy a company in 
Greece

The EALG provides instant 
access to 
specialist legal advice 
in all the major 
commercial centres in 
Europe and America

For further information
please contact your EALG
office – details are on the 
back page of this issue of
INTERVIEW

AUSTRIA
VIENNA

Dr KLAUS OBLIN LL.M.
Attorney at Law

Josefstaedter Strasse 11
A-1080 Vienna

t:  +43-505-37050
f:  +43-505-370510
e:  office@oblin.at 

BELGIUM
BRUSSELS

KOAN ASSOCIATION 
D’ADVOCATS

100 Boulevard du Souverain
BE 1170 Bruxelles

t: +32(0)2 566 9000
f: +32(0)2 566 9010

e: pds@koan.be
    cds@koan.be  

LOUVAIN
CURIA

Maria-Theresiastraat 34A
3000 Leuven

t: +32 16 50 00 51
f: +32 16 50 00 52

e: robbie.tas@curia.be

DENMARK
COPENHAGEN

CUBUS ADVOKATERNE
Dronningens Tvaergade 30, 5

1302 Kobenhavn K
t: 00-45-33-23-10-10
f: 00-45-33-23-50-10
e: office@lawfirm.dk 

ESTONIA
TALLINN

ADVOKAADIBUROO PAUL
VARUL
Ahtri 6A

10151 Tallinn
t: +372 6 264 300
f: +372 6 264 306
e: tallinn@varul.ee

Office also in 
TARTU

FINLAND
HELSINKI

JUS NORDICUM
Ludviginkatu 3-5 A
FIN 00130 Helsinki
t: 358 9 622 5166
f: 358 9 622 5466

e: veli.sainio@kolumbus.fi 

FRANCE
PARIS

THOMAS, HERBECQ 
& ASSOCIES

3 Square Petrarque
75116 Paris

t: 33-(0)1-47-55-44-00
f: 33-(0)1-47-04-51-31

e: thass@thomas-herbecq.com 

HONG KONG OFFICE
THOMAS, MAYER & ASSOCIES

2101, Tower One
Lippo Centre

89 Queensway
Hong Kong

t: +852 3710 5000
f: +852 2905 1500

e: ericjeanthomas@tmahk.com

GERMANY
HAMBURG

SCHRÖDER KIEBACK 
HÖGELEIN

Rechtsanwälte, Fachanwälte
Ballindamm 3

D-20095 Hamburg
t: +49 (40) 32 02 99 0

f: +49 (40) 32 02 99 222
e: info@ schroederlaw.de

Offices also in 
KIEL and WESTERLAND (SYLT)

KIEL
VON DER MOSEL 

RECHTSANWALTE
Horn Campus
Kaistrasse 101

24114 Kiel
t:  +49-431-36-39-80
f:  +49-431-36-37-49

e:  info@vondermosel.de 

FRANKFURT
WEIGAND & KELLER

Holzweg 16
61440 Oberursel/Taunus 

(Frankfurt area)
t:  +49 6171 58 05 55
f:  +49 6171 58 05 58

e: weigand@german-lawyer.com

GREECE
ATHENS

STELIOS GREGORIOU 
& ASSOCS.

6 Alexandras Ave.
Athens 10682

t:  +30 210 8221411
f:  +30 210 8820691

e:  info@gregorioulaw.gr 

HUNGARY
BUDAPEST

KAPOLYI LAW OFFICE
1061 Bp.,

Paulay Ede u.50.11floor
Budapest

t:  (1) 267 3975
f:  (1) 267 3949

e: kek@keknet.hu 

IRELAND
DUBLIN

WHITNEYMOORE
Wilton Park House

Wilton Place
Dublin, 2

Republic of Ireland
t: 353 1 611 00 00
f: 353 1 611 00 90

e: ecomms@whitneymoore.ie 

ITALY
MILAN

STUDIO LEGALE 
FUMAGALLI GRANDO
Corso di Porta Vittoria,10

20122 Milano
t: 39-02-551-800-76
f: 39-02-551-929-59

e: fumagalli.grando@fglex.it 

LUXEMBOURG
DSM Di STEFANO SEDLO 

MOYSE
2a, boulevard Joseph II

BP 2648
L-1026 Luxembourg
t:  +352 262 562-1
f:  +352 262 562-2

e:  contact@dsmlegal.com 
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TILBURG

DE VOORT HERMES DE BONT
ADVOCATEN & MEDIATORS

Prof. Cobbenhagenlaan 75
Postbus 414

5000 AK Tilburg
t: +31 (0) 13 466 88 88
f: +31 (0) 13 466 88 66

e: advocaten@devoort.nl 

NORWAY
OSLO

ADVOKATFIRMA HARTSANG DA
P.O.B. 1348 Vika

NO-0113 Oslo
t: 47-22405600
f: 47-22405610

e: hcs@hartsang.no  

POLAND
WARSAW

PRZEMYSLAW P. KRZYWOSZ
KANCELARIA PRAWNA

ul-Marconich 11/5
02-954 Warsaw

t: +48 (0) 22 642-53-19
f:  +48 (0) 22 842-85-14

e:  p.krzywosz@ppk.com.pl 

PORTUGAL
LISBON

BARROS, SOBRAL, G.GOMES
& ASSOCIADOS, SOCIEDADE 

DE ADVOGADOS R.L.
Av. da Liberdade, 262

1o Dto e 4 o Esq
1250 Lisboa

t: 351.21.3875702
t: +351 210 170470
f: 351.21.3875743

f: +351 210 170479
e: law@bsgg.pt

SPAIN
MADRID

AMYA ABOGADOS, S.L.
Princesa, 61 – 5th floor

28008 Madrid
t:  +34 91 548 83 28
f:  +34 91 548 82 56
e:  amya@amya.es 

SWEDEN
STOCKHOLM

BJORN GARDES 
ADVOKATBYRA AB

Box 2005
SE-131 02 NACKA

Stockholm 
t: 46-8-679-70-95
f: 46-8-611-71-95

e: law@bjorngarde.se 

SWITZERLAND
GENEVA

HORNUNG HOVAGEMYAN
20 rue Général-Dufour

1204 Geneva
Switzerland

t: +41 22 809 6464
f: +41 22 809 6465

e: d.hornung@hhavocats.ch

LOCARNO 
SALVIONI E SALVIONI

Via Gallinazza 6
6601 Locarno

t: +41-91-751-12-38
f: +41-91-751-94-84

e: info@salvionilaw.ch 

UK – ENGLAND
MANCHESTER

DWF Solicitors
Centurion House
129 Deansgate

Manchester M3 3AA
t: +44 (0) 161 603 5000
f: +44 (0) 161 603 5050

e: info@dwf.co.uk
w: www.dwf.co.uk 

 Offices also in
LEEDS, LIVERPOOL & PresTon

UK – SCOTLAND
GLASGOW

BIGGART BAILLIE LLP
Dalmore House

310 St Vincent Street
Glasgow G2 5QR

t: +44 (0) 141 228 8000
f: +44 (0) 141 228 8310

e: info@biggartbaillie.co.uk 

EDINBURGH OFFICE
No 2 Lochrin Square 
96 Fountainbridge

Edinburgh EH3 9QA
t: +44 (0) 131 226 5541
f: +44 (0) 131 226 2278

e: info@biggartbaillie.co.uk

UNITED STATES
California

Friedemann Goldberg LLP
420 Aviation Blvd

Suite 201
Santa Rosa, CA 95403

t: +1-707.543.4900
f: +1-707.543.4910

e: info@frigolaw.com 

NEW YORK
WARSHAW BURSTEIN COHEN

SCHLESINGER & KUH LLP
555 Fifth Avenue
New York 10017

t: 1-212-984-7700
f: 1-212-972-9150

e: Webmaster@wbcsk.com 

WASHINGTON
GROVE, JASKIEWICZ

AND COBERT LLP
1730 M Street, NW.,

Suite 400
Washington D.C. 20036

t: 001 202 296-2900
f: 001 202 296-1370

e: rcobert@gjcobert.com  
e: adanas@gjcobert.com

PROTECTING YOUR TRADEMARK 
IN THE UNITED STATES
Whether it is a company’s name or the name of a specific brand or service, corporate 
trademarks and service marks are the way by which most companies establish their 
reputation and distinguish themselves from competitors in the marketplace.  Intellectual 
property, including trademarks, is often the most valuable asset of a business.
Maintaining ownership of corporate trademarks is especially important in the global 
marketplace.  Registering trademarks in multiple countries, often through the Madrid 
Protocol, is one tool that companies use for global trademark protection. However, it is 
not the only tool.  Even as companies are increasingly using the Internet and social media 
to promote and market their goods and services worldwide, they usually must rely upon 
local companies and representatives to sell their goods or services in local markets.  
Unfortunately, trademark ownership disputes can and do frequently arise between foreign 
manufacturers and local distributors.  Companies seeking to establish and maintain brand 
ownership in foreign countries must thus pay close attention to the specific trademark 
and distribution laws of the local jurisdictions in which they do business.
In the United States trademark ownership rights are usually determined by the first to use 
the mark, not the first to invent or the first to register the trademark.  Registration is not 
required to assert trademark ownership rights in the United States, although registration 
does confer important legal benefits.
Disputes between a manufacturer and a distributor over which party was the first to use 
and thus acquire trademark ownership rights in the United States can often be avoided 
if the relationship between the manufacturer and distributor is properly defined.  For 
example, if the manufacturer clearly licenses the distributor to use a trademark that the 
manufacturer has registered, or if the distributor has its own mark that it affixes to the 
manufacturer’s goods.
If the relationship between the parties – and ownership of the trademark – is not 
clear, in the absence of a written agreement U.S. courts will usually presume that the 
manufacturer owns the trademark, regardless of whether the manufacturer is a U.S. or 
non-U.S. company.  If a written agreement exists, U.S. courts will look at the agreement 
to see if it determines trademark ownership rights.
However, the presumption in U.S. law that a manufacturer owns a trademark or that 
a written agreement establishes ownership and governs a trademark’s use can be 
rebutted.  Since the purpose of U.S. trademark law is to assist the public in identifying 
the source and quality of a brand, U.S. courts have found that in some circumstances 
distributors can acquire superior trademark ownership rights over a manufacturer.  A 
distributor may be determined to be the actual owner of a trademark and the goodwill 
associated with it if a U.S. court finds that the public associates the name of the distributor 
with the trademark and  identifies the distributor as being the source of the goods and 
responsible for maintaining their quality and uniformity.
While trademark registration is an important step to protecting ownership rights in a 
mark, even registered trademark rights can be lost through abandonment, improper 
licensing, assignment, and other circumstances. It is thus advisable for companies 
seeking to do business through distributors or representatives to enter into written 
contracts that specify exactly which party owns the trademark; the terms and conditions 
that govern the licensing and use of the trademark by the distributor, and the quality 
control and supervision that the trademark owner will exercise over both the actual use 
of the trademark as well as the products being sold under the mark.
Developing a successful business takes time and money.  Losing the intellectual property 
associated with a business, especially a trademark, can destroy years of investment.  
As a core component of any business plan companies relying on distributors or 
representatives to market their goods in the United States or abroad should always 
adopt a proactive brand management policy that includes protecting the ownership of 
their intellectual property and trademark rights.
Author:  Andrew Danas, Partner, Grove, Jaskiewicz & Cobert LLP, Washington, D.C.
Contact:  adanas@gjcobert.com 

ProfileOn:
Kapolyi Law Office, Budapest, Hungary
Kapolyi Law Office was founded in 1998 by three lawyers 
who previously worked for the Budapest Stock Exchange 
as in-house counsels. As a result of sustained expansion 
for more than a decade our legal staff now comprises three 
partners, one senior associate and four junior attorneys 
who advise on a broad range of legal services to national 
and foreign clients. We are especially proud to have been 
the official and sole legal advisors to the Budapest Stock 
Exchange since we commenced in business.
Our offices are situated in Hungary’s capital city of 
Budapest which is the principal political, cultural and 
commercial centre not just of Hungary, but widely 
considered to be that also of the whole Central-Eastern 
European region. Regarded as one of the most beautiful 
cities in Europe, its extensive World Heritage Site 
includes the banks of the Danube, the Buda Castle 
Quarter, Andrássy Avenue, Heroes’ Square and the 
Millennium Underground. 
From the mid nineteen-nineties expanding business 
opportunities in the region have attracted increasing 
investment from foreign capitals to Budapest. Kapolyi 
Law Office has been one of the leading providers of 
legal services to support the business operations and 
strategies of international investors entering the country. 
In the early years our main practice areas were capital 
and money market-related legal issues and bank, stock 
exchange and securities law. Now, after more than a 
decade, Kapolyi Law Office has developed the provision 
of legal services in most business spheres.  New fields 
of specialisation including real estate, corporate law, 
IT and intellectual property law, EU legislation and 
international commerce, competition law, compliance, 
labour law, litigation and arbitration have broadened and 
strengthened our collective legal capabilities.  
All our lawyers have the professional qualifications and 
experience to ensure that we provide legal services of 
the highest quality to our clients. Besides providing legal 
services principally in Hungarian, our other working 
languages are English, German and Spanish.
We are confident that both present and prospective 
clients of Kapolyi Law Office can count on the informed 
services of a proficient, reliable and dynamic legal team.
Contact Partner: Mihál Forrai at forrai@keknet.hu  

Mihály Forrai, József Kapolyi, Gábor Törőcsik


